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I N T RO D U C T I O N : 1 0 YE A R S F O R GO OG L E BO OK S
A N D EU R O P E A N A
With the emergence of new information and communication technologies, libraries,
as one of the most important players in the information and knowledge society, also
rushed to embrace new technological developments and modernize their services.
They (again) followed the dream to create a library comprising worldwide materials.1
More than that, they expected new technologies would allow them to not only preserve their collections for the future (digital) generations, but also open them for
easy access and use via the Internet to an unprecedented number of readers around
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Mass digitization projects that have been carried out by libraries and their commercial
partners across the Atlantic, such as Google Books and Europeana, are celebrating their
10th birthdays. This article analyses what legal challenges they pose to the copyright
law systems, and how the US and EU jurisdictions have responded to them. In particular, the article identiﬁes certain elements in the US copyright law system that played an
important role in encouraging the creation of innovative and value-added services in
the library sector. These elements include the transformative use doctrine, the restrictive interpretation of the market harm criterion and the openness towards commercial
reuse of works. It is then discussed whether, and how, these elements could be better
integrated in the EU copyright law system in order to foster the European library and
information technology sector.
K E Y W O R D S : Copyright law, copyright exceptions, libraries, Google Books,
Europeana, fair use
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2 See <http://www.google.com.au/googlebooks/about/history.html> accessed 5 November 2015.
3 See Naomi Eichenlaub, ‘Checking with Google Books, HathiTrust and the DPLA’ (2013) Computers
Libraries 4–9, 6.
4 One part of the Google Books project is a Google Partner program, where books are licensed from the
right holders and users can access certain parts of these books. Access is dependent upon the agreement
with the right holder. Another aspect of the project is the Google Books Library Project, where books are
digitized without the permission of the right holder and users only have limited access, either to short extracts of books (snippets) or simply to the title of the book. For more, see <https://www.google.com.au/
googlebooks/>.
5 See Communication from the Commission of 30 September 2005 to the European Parliament, the
Council, the European Economic and Social Committee and the Committee of the Regions – i2010: digital libraries, COM(2005) 465 final, OJ C49.
6 See ‘Europeana Annual Report and Accounts 2013’, p 15, 2013 <http://pro.europeana.eu/files/
Europeana_Professional/Publications/Europeana%20Annual%20Report%20and%20Accounts%202013.
pdf>; European Commission, Press Release, Brussels/Rome, 2 October 2014; <http://europa.eu/rapid/
press-release_IP-14-1076_en.htm> accessed 6 November 2015
7 Only one-third of that (34%) is currently available online, and barely 3% of digitized material can be used
for actual creative reuse (for example in social media, via APIs, for mash-ups, etc). See ‘Europeana
Strategic Plan 2015-2020’, p 9, <http://strategy2020.europeana.eu/> accessed 6 November 2015.
8 For a short introduction of the development of Europeana, see Jon Purday, ‘Think culture: Europeana.eu
from concept to construction’ (2009) 27/6 Electronic Library 919–37.
9 The amount of funds that the European Commission is willing to inject into Europeana is decreasing significantly in the coming decade. See ‘Need to encourage?’ section.
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the world. Libraries across the globe started massively digitizing their collections, either alone or with the active involvement of commercial partners. This article focuses
upon two of the most significant mass digitization projects—the Google Books project in the USA and the Europeana project in Europe.
In 2004, Google announced partnerships with several libraries and started digitizing books, with the ultimate vision of digitizing and making available the entire
human knowledge online.2 In 2010, 12 million books had been scanned, while in
2012 that number reached approximately 30 million,3 with digitization activities continuing. However, due to copyright restrictions, user can only access these immense
collections of digitized materials to a very limited extent.4
The Europeana project, as a counterpart to the Google initiative, was implemented by the European Commission in 2005.5 It intended not only to digitize
European cultural heritage, but also to make it accessible online for the worldwide
audience to enjoy, study, research, play and otherwise interact with it. Europeana
currently has 2500 participating institutions that share their data and knowledge
through Europeana. It also includes 33 million objects from hundreds of Europe’s
best museums and libraries, making it the largest and most significant digital cultural
collection in the world.6 In spite of this, it still only contains 10% of all European
heritage.7 Most digitized works in the Europeana database belong to the public domain (ie works to which copyright has expired), while more recent works that are
still protected by copyright (‘in-copyright’ works), and particularly those that are still
available in trade channels (‘in-commerce’ works) are not available via Europeana at
all.8 Further, Europeana is relatively unknown even among European audiences, and
it is facing increasing financial sustainability issues.9
The goal of this article is to compare how copyright law systems in the USA and
the EU have responded to challenges posed by these mass digitization projects, and
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whether there are lessons that the EU could learn to further facilitate the development of its library and information technology sectors. First, this article provides an
overview of the legal developments initiated by these mass digitization projects in
the USA and the EU, both at the legislative and judicial levels. Secondly, the article
identifies three important features of the US copyright system that deserve special attention from the European lawyers: the transformative use doctrine, the special treatment of market harm and the active role of commercial parties in mass digitization
projects. Finally, we discuss whether these elements of the US copyright system
could be of use when amending the EU copyright system, in order to facilitate
greater collaboration between the library and information technology sectors.

USA: how judges embraced mass digitization
In the USA, several mass digitization initiatives have been challenged in court. Court
decisions have now created a certain legal framework in which Google and libraries
can conduct their mass digitization projects. Legislators have also made attempts to
improve the legal framework, but their efforts up to now have proved unsuccessful.
Case #1: Authors Guild v HathiTrust
Authors Guild v HathiTrust13 was the first case to be decided14 in relation to mass
digitization projects. Since 2008, a number of non-profit institutions around the USA
10 For more information on rights associated with metadata, see ‘Europeana Public Domain Charter
(2010)’,
<http://pro.europeana.eu/c/document_library/get_file?uuid¼d542819d-d169-4240-9247-f
96749113eaa&groupId¼10602> accessed 6 November 2015.
11 It is especially problematic for publicly funded initiatives. However, Google has not yet found a sustainable business model to commercialize Google books either. For more, see ‘Need to encourage?’ section.
12 For a good, yet brief, overview of the challenges faced by libraries in the digital era, see Dame Lynne
J Brindley, ‘Phoenixes in the Internet Era - the Changing Role of Libraries’ in Lionel Bently, Uma
Suthersanen and Paul Torremans (eds), Global Copyright. Three Hundred Years since the Statute of Anne,
from 1709 to Cyberspace (Edward Elgar 2010) 176–86. For further detail, see David P Baker and Wendy
Evans, Digital Library Economics: An Academic Perspective (Chandos Publishing 2009).
13 Authors Guild v HathiTrust, 755 F3d 87 (2d Cir 2014).
14 However, this case commenced later than Google books. See discussion in ‘Case #2: Authors Guild v
Google Books’ section.
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L EG A L D E V EL O P M E NT S I N TH E US A A ND T H E E U
The dream of creating a worldwide library has not been easy to realize. Several issues
such as technical problems (quality of copies, compatibility of formats and metadata
11
exchange),10 financial sustainability and legal issues12 have created significant difficulty. The main legal concern that arises under both EU and US law is the general
requirement that the digitization/reproduction of works, and their subsequent accessibility online, requires permission from the right holders. However, identifying the
right holders and clearing the rights has proven to be a highly complex and expensive
task. This, in turn, has made the realization of projects’ goals much slower, if not entirely impossible.
The following sections provide an overview of the legal challenges faced on both
sides of the Atlantic by Google Books and Europeana, and how they have been
addressed.
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Case #2: Authors Guild v Google Books
The case against Google itself started much earlier than the HathiTrust case, but is
still awaiting its final outcome. In 2005, immediately after the Google Books project
was initiated, a number of US and non-US right holders commenced a class action
against Google. They claimed that the Google Books Library Project infringed copyrights when books were digitized without authorization, a searchable database was
created and users could see snippets of books. The parties started negotiating the infamous Google Books Settlement. After a number of criticisms21 and editions, the
proposed settlement was eventually rejected by the District Court, as it was deemed

15 Authors Guild, Inc v HathiTrust, 902 FSupp 2d 445, 460–64 (SDNY 2012).
16 Authors Guild, Inc v HathiTrust, 755 F3d 87 (2d Cir 2014).
17 For example, see Johnathan Band, ‘What Does the HathiTrust Decision Mean for Libraries?’ (2014)
Policybandwidth 1–7; Angel Siegfried Diaz, ‘Fair Use & Mass Digitization: The Future of CopyDependent Technologies After Authors Guild V. HathiTrust’ (2013) 28 Berkeley Tech L J 683–714.
18 However, the court made no ruling in relation to the replacement of lost or damaged copies.
19 Some commentators read this construction of fair use in a broad way, and suggest the decision gives ‘a
solid basis for providing full-text access to its digitized copies when the underlying purpose of providing
the access is different from the author’s original purpose’. See Band (n 17) 5.
20 Diaz (n17) 702.
21 For example, see Pamela Samuelson, ‘Legislative Alternatives to the Google Book Settlement’ (2011) 34/4
Colum J L & Arts 697–729; Pamela Samuelson, ‘Google Book Search and the Future of Books in Cyberspace’
(2010) 94 Minn L Rev 1308–74.
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have created a so-called HathiTrust Digital Library (HDL). HathiTrust permitted
use of its database in three ways: users could search specific terms and they would
get results on how many times these search terms appear in each page of a particular
book (no snippets are provided); digitized books could be made accessible to people
with reading disabilities; and libraries could make replacement copies from the digital
database in case the book from their collection was lost or damaged and could not
be acquired for a reasonable price elsewhere.
In 2011, the Authors Guild and a number of other right holders sued HathiTrust
for copyright violation. In 2012, the District Court found fair use in respect of the
main uses.15 In 2013, the Second Circuit Court largely upheld the decision and
found that digitizing the books and making them searchable, as well as making them
accessible for persons with reading disabilities, constituted fair use.16
Libraries and commentators welcomed the decision.17 While only limited uses
were confirmed as falling within the scope of fair use (digitization, indexing, search
and access for by visually impaired), librarians indicated the ruling would have great
positive implications. This court decision allowed digitization of entire library collections, indexing of works and the creation of a full-text searchable database. The court
also permitted storing the digitized contents for preservation purposes.18 However,
the court did not rule on whether any forms of access to the content should be available to anyone other than disabled persons.19 In any case, the HathiTrust ruling has
been celebrated, as it reinforces preservation efforts, modernizes the pedagogy of
education establishments, and facilitates better research.20
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Legislative efforts
In addition to the court cases, the US government has been attempting to develop
relevant legal solutions to the problems associated with mass digitization projects,
with little success though. The government discussed two legislative proposals

22 Authors Guild v Google Inc, 770 F Supp 2d 666 (SDNY 2011).
23 See ‘Google, Photographers Settle Litigation Over Books’, 5 September 2014 <http://googlepress.blog
spot.com.au/2014/09/google-photographers-settle-litigation.html> accessed 6 November 2015; Claire C
Miller, ‘Google Deal Gives Publishers a Choice: Digitize or Not’ The New York Times, 4 October 2012,
cited in Maurizio Borghi and Stavroula Karapapa, ‘Orphan Works’ in Maurizio Borghi and Stavroula
Karapapa (eds), Copyright and Mass digitization (Oxford Scholarship Online 2013) 70–91, 89–90. Google
and the publishers agreed that out-of-print digitized books will be made available for purchase as e-books
through the Google Play store, while publishers will be entitled to a share of revenue and a digital copy
for their own use.
24 Authors Guild, Inc v Google Inc 954 F Supp 2d 282 (SDNY 2013) 22.
25 Authors Guild, Inc v Google Inc (Second Circuit, 16 October 2015, 13-4829-cv, unpublished).
26 Douglas L Rogers, ‘Increasing Access to Knowledge through Fair Use–Analyzing the Google Litigation to
Unleash Developing Countries’ (2007) 10 Tul J Tech & Intell Prop 1–75, 45–46; Melanie Costantino,
‘Fairly Used: Why Google’s Book Project Should Prevail Under the Fair Use Defense’ (2006) 17
Fordham Intell Prop Media & Ent L J 235–77; Diaz (n 17) 707–10.
27 See Kelly Morris, ‘“Transforming” Fair Use: Authors Guild, Inc. V. Google, Inc.’ (2014) 15 NC JL &
Tech On 170–204, 203; Barry Sookman, ‘The Google Book Project: Is It Fair Use?’ (2014) 61 J
Copyright Soc’y USA 485–515, 506.
28 Sookman (n 27) 506.
29 Sookman (n 27) 511.
30 Morris (n 27) 172.
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unfair, inadequate and unreasonable.22 Consequently, publishers, visual artists and
photographers settled.23 However, the Authors’ Guild continued the fight.
In 2013, District Court Judge Chin ruled that the activities conducted by the
Google Library project fell within the scope of fair use. The court applied the fourfactor fair use test and found that, despite its commercial goals, the use was highly
transformative and beneficial to various groups in society, such as libraries, researchers and users. The court found that Google Books did not cause harm to right
holders, but rather increased the awareness of books and enhanced book sales, which
is in the interests of both authors and publishers.24 This decision was largely upheld
25
by the Second Circuit. The Second Circuit followed the rationale adopted in the
HathiTrust and confirmed that Google use was transformative, with snippets adding
value to this transformative use. Although Google use was commercial, the court
gave little weigh to this feature of Google service.
The Google Books ruling faced significantly more controversy than the
HathiTrust case. While some commentators strongly agreed with the application of
the fair use in the Google books case,26 critics have highlighted a number of problems that the Google Book decision raises. They include commercial nature of
Google’s activities,27 false interpretation of transformative use criteria, misunderstood
28
impact of Google service on the right holders’ market and the incompatibility with
29
the international three-step test rule. Generally, both critics and supporters of the
Google Books decision seem to acknowledge that the decision heralded a ‘remarkable change in the application of fair use’ in the USA.30
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regarding the digitization of orphan works,31 yet both initiatives eventually failed.
Suggestions regarding the update of the exceptions relating to public libraries32 have
also resulted in no legislative action. However, the political debate is continuing,33
and it is yet to be seen whether it leads to any tangible outcomes.

31 Orphan Works Bill (2006), and alternatively the Shawn Bently Orphan Works Act (2008).
32 The Section 108 Study Group Report (March 2008) <http://www.section108.gov/docs/Sec108
StudyGroupReport.pdf> accessed 6 November 2015; the US Copyright Office report on Legal Issues in
Mass Digitization: A Preliminary Analysis and Discussion Paper (October 2011) <http://www.copy
right.gov/docs/massdigitization/USCO MassDigitization_October2011.pdf> accessed 6 November
2015.
33 US Copyright Office, Report on Orphan Works and Mass Digitization (June 2015) <http://copyright.
gov/orphan/reports/orphan-works2015.pdf> accessed 9 November 2015; for academic discussion see eg
Tracey L Armstrong, ‘The Practical Difficulties of Implementing Collective Management Schemes’
(2010–2011) 34 Colum JL & Arts 623–30; David R Hansen and others, ‘Solving the Orphan Works
Problem for the United States’ (2013) 37 Colum J L & Arts 1–55; see also Randal C Picker, ‘Private
Digital Libraries And Orphan Works’ (2012) 27 Berkeley Tech L J 1259–84; Stef van Gompelt, ‘The
Orphan Works Chimera and How to Defeat It: A View From Across the Atlantic’ (2012) 27 Berkeley
Tech L J 1347–76; James Aaron, ‘The Authors Guild v. HathiTrust: A Way Forward for Digital Access to
Neglected Works in Libraries’ (2012) 16 Lewis & Clark L Rev 1317–47.
34 In 2009, the French court prohibited the scanning of copyrighted books published in France, holding
that it violated copyright laws. Google was ordered to pay e300,000 in damage damages, plus interest and
a further e10,000 per day until the publishers’ books were removed from the database. See Gaelle
Faure, ’French court shuts down Google Books project’ Los Angeles Times (19 December 2009); Editions
du Seuil and Others v Google Inc and Google France, Tribunal de grande instance de Paris 3ème chambre,
2ème section Jugement du 18 décembre 2009, see also Agnes Lucas-Schloeter, ‘Digital Libraries and
Copyright Issues: Digitization of Contents and the Economic Rights of the Authors’ in Tatiana-Helen
Synodinou, Sarantos Kapidakis and Ioannis Iglezakis (eds), E-publishing and Digital Libraries: Legal and
Organizational Issues (Information Science Reference 2011) Hershey, PA, 159–79, 167–68.
35 They were arguably advised by the Copyright Chamber of the regional court of Hamburg that Google’s
use of snippets does not violate German law. Further, as the digitization takes place in USA, it is therefore
not subject to German copyright law. See Danny Sullivan, ‘Google Book Search Wins Victory in German
Challenge’ (blog) (Search Engine Watch, 28 June 2006) <http://searchenginewatch.com/sew/news/
2058383/google-book-search-wins-victory-in-german-challenge> accessed 6 November 2015.
36 Directive 2012/28/EU of the European Parliament and of the Council of 25 October 2012 on certain
permitted uses of orphan works [2012] OJ L299/5 (Orphan Works Directive).
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EU: European Commission takes the initiative
In the EU, legal developments in relation to mass digitization projects took another
track. When Google started massively digitizing books, including books belonging to
European right holders, it was initially challenged in the courts of several Member
States. In France, Google lost its first legal battle.34 German publishers also sued
Google, but later withdrew the claim.35 Simultaneously, the issue attracted the attention of the European Commission.
First, the European Commission considered the orphan works issue. In 2011, the
Commission introduced a proposal for the directive regulating the use of orphan
works, which was subsequently adopted.36 The impact of this directive on mass digitization projects is still to be seen. Secondly, under the co-ordination of the European
Commission, the Memorandum of Understanding (MOU) on the digitization and
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making available of out-of-commerce works37 (2011)38 was adopted by the stakeholders. Also, the Commission is currently examining the possibility of reviewing certain copyright exceptions, including library exceptions.39
40
In addition, in its recent Darmstadt decision, the Court of Justice of the
European Union (CJEU) has found that the exception permitting libraries to make
works accessible via on-site terminals41 also allowed libraries to digitize works for
this purpose as well as to enable users to make a copy of such a digital work. As a result, the decision serves as a first step in enabling large digitization projects and reinforcing certain access to digitized library collections.

37 Out-of-commerce works are works that are still protected by copyright, but are not available via ordinary
channels of commerce.
38 Memorandum of Understanding on Key Principles on the Digitisation and Making Available of Out-ofCommerce Works [2011] <http://ec.europa.eu/internal_market/copyright/docs/copyright-infso/20110920mou_en.pdf> accessed 6 November 2015.
39 Exceptions to libraries were addressed in the Public Consultation on the Review of Copyright Rules
(2014) <http://ec.europa.eu/internal_market/consultations/2013/copyright-rules/index_en.htm> accessed 6 November 2015. They were discussed in the draft Impact Assessment that was leaked in spring
2014, see p 42, <http://statewatch.org/news/2014/may/eu-draft-impact-assessment-copyright-acquis.
pdf> accessed 6 November 2015. However, a more recent Communication on the Digital Single Market
for Europe makes only brief references to copyright exceptions, see <http://ec.europa.eu/priorities/digi
tal-single-market/docs/dsm-communication_en.pdf> accessed 6 November 2015.
40 Case C-117/13 Technische Universität Darmstadt v Eugen Ulmer KG [2014] ECDR 23.
41 Art 5(3)(n) of the Directive 2001/29/EC of the European Parliament and of the Council of 22 May
2001 on the harmonization of certain aspects of copyright and related rights in the information society
[2001] OJ L167/10 (Information Society Directive).
42 Interestingly, the extended collective licensing mechanism, as suggested by the MOU, is similar to the
opt-out mechanism suggested in the Google Books settlement. However, the former is based on legislation rather than an arrangement between private parties.
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I S T H E R E AN Y T H I N G T H A T TH E E U C A N L E A R N F R O M T H E US A ?
When comparing the legal developments outlined above, the EU can be proud of
several important achievements. First, it has developed an orphan works solution—
namely, a copyright exception allowing libraries to digitize orphan woks after a diligent search has been introduced. Secondly, the MOU has provided guidelines on
how Member States should deal with out-of-commerce works in digitization projects.42 Digitization of orphan works and licensing mechanisms for out-of-commerce
works remain unsolved issues in the USA.
At the same time, the recent US court decisions in HathiTrust and Google Books
have expanded US libraries’ and their partners’ rights far beyond what is allowed in
the EU. As a result of a flexible interpretation of the fair use doctrine, US libraries
are now allowed to digitize works on a large scale. They can use these digital copies
for preservation purposes, for non-textual uses, such as indexing of works and the
creation of searchable databases. They can provide open public access to small extracts of works, known as ‘snippets’. Last but not least, these uses can be carried out
both by non-profit public libraries and private commercial parties, such as Google.
The next question is what Europe could learn from this US experience. The first
idea that comes to mind when reading US court decisions on digital libraries is that
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Transformative use
The transformative use doctrine has been focused upon heavily in current US court
practice. Essentially, both HathiTrust and Google were successful in their respective
cases as the relevant uses were recognized as being highly transformative. The transformative use doctrine has helped the US copyright system make way for innovative
43 This question has already been raised by some Member States and discussed by a number of commentators. For example in 2010, the British Prime Minister initiated a review of the copyright policy, suggesting
that adopting a fair use standard could expand business opportunities and improve the British economy.
See Patricia Aufderheide and Peter Jaszi, Reclaiming Fair Use: How to put Balance Back in Copyright
(University of Chicago Press 2011) 151. For more, see ‘Hargreaves Review of Intellectual Property and
Growth, or Digital Opportunity - A review of Intellectual Property and Growth’ (2011) 44–45,
<https://www.gov.uk/athitrust-authors-guild-amicus-grantedgovernment/publications/digital-opportun
ity-review-of-intellectual-property-and-growth> accessed 6 November 2015; Antony W Dnes, ‘Should
the UK Move to a Fair-Use Copyright Exception?’ (2013) 44 IIC 418–44; Robert Burrell and Allison
Coleman, Copyright Exceptions: The Digital Impact (CUP 2005) 249–75.
44 See similar discussion in Aufderheide and Jaszi (n 43) 94–100; Hargreaves (n 43) 45.
45 For instance, some have suggested expanding the currently exhaustive list of exceptions under the
Information Society Directive, and giving Member States the freedom to stipulate additional limitations,
subject to the three-step test. See Hugenholtz and others, ‘The Recasting of Copyright and Related
Rights for the Knowledge Economy. Final Report’ (2006) p III, similar at p 75 <http://ec.europa.eu/
internal_market/copyright/docs/studies/etd2005imd195recast_report_2006.pdf> accessed 6 November
2015; Luicie Guibault and others, ‘Study on the Implementation and Effect in Member States’ Laws of
Directive 2001/29/EC on the Harmonisation of Certain Aspects of Copyright and Related Rights in the
Information Society: Executive Summary’, 7 <http://ec.europa.eu/internal_market/copyright/docs/stud
ies/infosoc-exec-summary.pdf> accessed 6 November 2015. Others proposed introducing a semi-open
exception into EU law based on the existing three-step test, thus allowing courts to apply the exhaustive
list of exceptions in more extensive ways, see The Wittem Project ‘European Copyright Code’ (2010), art
5(5) <www.copyrightcode.eu> accessed 5 November 2015; Martin Senftleben, ‘Comparative
Approaches to Fair Use: An Important Impulse for Reforms in EU Copyright Law’ <http://ssrn.com/ab
stract¼2241284>; PB Hugenholtz and Martin Senftleben, ‘Fair Use in Europe: In Search of Flexibilities’
(14 November 2011) <http://ssrn.com/abstract¼1959554> accessed 6 November 2015.
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Europe needs more flexible exceptions, such as fair use.43 Despite a number of arguments for and against it, there seems to be a consensus that fair use could not be
introduced at the EU level in the near future.44 As a result, alternative methods of injecting some flexibility into the EU copyright system have been discussed, both at
the legislative and judicial levels.45 The goal of this section is to contribute to this discussion on copyright exceptions in Europe.
The following sections will focus on three issues. First, the transformative use
doctrine has proven to be the driving force in permitting certain innovative and
value-added uses in the USA. Thus, the first section will discuss whether there is a
need and a means of integrating this doctrine, at least to a certain extent, into the
EU copyright system. Secondly, market harm in the form of the three-step test has
played the most significant role in determining exceptions in the EU, while its importance in the overall fair use analysis has been decreasing in the USA. In the second section, we will ask whether the US’s interpretation of market harm could serve
as an example for transforming the interpretation of the three-step test in the EU.
Thirdly, it will be discussed whether certain value-added commercial uses, as permitted under the US fair use doctrine, could also be encouraged and implemented under
the EU copyright system.
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and value-added uses of existing copyright works. Thus, after a brief overview of the
meaning and development of this doctrine in the USA, the following sections will
identify its current role in the EU and discuss ways in which this doctrine could be
further integrated when developing new exceptions for libraries in the EU.

46 For an introduction of the concept of the transformative use, see Maurizio Borghi and Stavroula
Karapapa, ‘Technological Transformative Use’ in Borghi and Karapapa (n 23) 1–30, 22–23.
47 17 USC § 107.
48 Morris (n 27) 190.
49 Pierre N Leval, ‘Toward a Fair Use standard’ (1990) 103 Harv L Rev 1105.
50 For example, see Campbell v Acuff-rose Music, Inc 510 US 569 (1994) (parody as a transformative use);
Holfeinz v A&E Television Networks, Inc 146 F Supp 2d 442 (small extracts used in documentary is fair
use); Kelly v Arriba Soft Corp 336 F3d 811 (9th Cir 2003) (reference use of copyrighted images is transformative). For a brief summary of how the transformative use criterion developed, see Aufderheide and
Jaszi (n 43) 82–93.
51 Campbell, 510 US 569, 579.
52 Campbell, 510 US 569, 578–79.
53 Kelly v Arriba Soft Corp 336 F3d 811 (9th Cir 2003).
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Transformative use in the USA
In the USA, the transformative use doctrine forms a part of the fair use defence.46
According to section 107 of the US Copyright Act, in order to determine whether a
particular use constitutes fair use, the courts have to evaluate: (i) the purpose and
character of the use, including whether such use is of a commercial nature or is for
non-profit educational purposes; (ii) the nature of the copyrighted work; (iii) the
amount and substantiality of the portion used in relation to the copyrighted work as
a whole; and (iv) the effect of the use upon the potential market for or value of the
copyrighted work.47 Transformative use doctrine grew out of the first factor and was
initially known as ‘productive use’.48
Transformative use played a limited role in the fair use test for a long time.
Following Judge Leval’s famous article, ‘Toward a Fair Use Standard’,49 transformative use started to gain newfound importance in court practice.50 In the famous
Campbell case,51 transformative use was defined as one in which the purpose of the
use is different from the purpose for which the copyrighted work was originally created. The central purpose of the investigation is to see whether the new work merely
‘supersede[s] the objects’ of the original creation, ‘supplants’ the original, or instead
adds something new, with a further purpose or different character, thus modifying
the initial work due to a new expression, meaning or message. Therefore, it asks
whether, and to what extent, the new work is ‘transformative’.52
Initially, transformative use was designed to cover the use of works in parody, as a
part of quotation, and other similar uses. Subsequent appellate court decisions have
expanded the scope of transformative uses to include using the works in entirely new
contexts. This approach thus privileges uses that supersede the scope of the original
expression, while keeping mostly within the context of the commentary surrounding
the original work. For example, courts have deemed the indexing of copyrighted
works by search engines to be transformative.53
A further step in the development of the transformative use doctrine has arisen
from the cases regarding mass digitization projects. In the HathiTrust and Google
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Rationale and importance of the transformative use doctrine
We will now discuss why the transformative use doctrine is of such significance that
it needs to be promoted in the EU as well.
The transformative use doctrine is based on a sound rationale. As Neval
describes:
The use must be productive and must employ the [original work] in a different
manner or for a different purpose than the original . . . . If . . . the secondary
use adds value to the original — if the quoted matter is used as raw material,
transformed in the creation of new information, new aesthetics, new insights
and understandings — this is the very type of activity that the fair use doctrine
intends to protect for the enrichment of society.56
Thus, the rationale of the transformative use doctrine is to promote creativity and innovation through the use of existing creative works. It has proven to be especially
useful in relation to the reuse of existing works, particularly in the context of new information technologies and the promotion of innovation in this field. For instance,
the functioning of search engines and linking was considered to be transformative
use.57 These technologies facilitate access to information and information flows in
the knowledge society. Furthermore, the transformative use doctrine has been
applied to promote information technologies that serve both educational and research purposes. For instance, using student papers in the Turnitin system has been
considered to be transformative and, consequently, a fair use.58 Under the same doctrine, US courts permitted the online streaming of licensed DVDs for educational

54 Authors Guild v HathiTrust, 755 F3d 87, 18.
55 However, it is not as clear and readily foreseeable as one may expect. For a more critical approach, see
Sookman (n 27) 497.
56 Leval (n 49) 1111.
57 See Perfect 10, Inc v Amazon.com, Inc, 508 F3d 1146 (9th Cir 2007); Diaz (n 17) 695–96.
58 AV v iParadigms, INC 562 F3D 630 (4th Cir 2009).
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Books cases, the Second Circuit Court found that a full-text searchable database is
quintessentially transformative use, as the result of a word search is different in purpose, character, expression, meaning, and message from the page, and book, from
which it is drawn. According to the court, there is ‘little or no resemblance between
the original text and the results of the HDL full-text search’. Further, ‘there is no evidence that the Authors write with the purpose of enabling text searches of their
books. Consequently, the full-text search function does not supersede the objects or
purposes of the original creation’.54 The same rationale was adopted in the Google
Books case.
This short overview demonstrates that the transformative use doctrine is quite
flexible, and its content is able to adapt to the emergence of new technologies.55
Still, the purpose of the transformative use doctrine remains the same—namely, to
enable innovative and productive uses of existing works that do not supersede the
objects or purposes of the original creation.
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59 Assn for Info Media & Equip v Regents of the University of California, No CV 10-9378 CBM (MANx)
(CD Cal 3 October 2011).
60 Authors Guild, Inc v Google Inc 954 F Supp 2d 282, 25. See also Hannibal Travis, ‘Estimating the
Economic Impact of Mass Digitization Projects on Copyright Holders: Evidence From the Google Book
Search Litigation’ (2010) 57 J Copyright Soc’y USA 907.
61 See the Information Society Directive, recital 4 (‘ . . . providing for a high level of protection of intellectual property, will foster substantial investment in creativity and innovation, including network infrastructure, and lead in turn to growth and increased competitiveness of European industry, both in the area of
content provision and information technology and more generally across a wide range of industrial and
cultural sectors.’)
62 See also Christopher Geiger, ‘Promoting Creativity through Copyright Limitations: Reflections on the
Concept of Exclusivity in Copyright Law’ (2010) 12/3 Vanderbilt J Ent Tech L 515–54.
63 For more information, see Thomas Dreier, ‘Regulating Competition by Way of Copyright Limitations
and Exceptions’ in Paul Torremans (ed), Copyright Law: A Handbook of Contemporary Research (Edward
Elgar 2008) 232.
64 See Information Society Directive, recital 14.
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use by students.59 Also, as has been seen above, the comprehensive full-text searchable databases that have been allowed under fair use create clear benefits, not only
for the educational and research sectors, but also to society at large. Both courts and
commentators alike agree that the use of works in the creation of such databases is
also beneficial for publishers and authors, as users are then able to learn about the
books and subsequently purchase them.60
An interesting aspect of the transformative use doctrine is that it enables creativity
and innovation through the application of copyright exceptions. In the EU, legislators often seem to assume that creativity and innovation are encouraged by granting
increasingly broad and exclusive rights to creators and industries.61 In contrast, exceptions are merely intended to permit certain free consumption of creative works.62
The transformative use doctrine demonstrates that certain reuses of existing copyrighted material may be equally creative and innovative, and thus have the potential
to lead to significant public benefits. In order to encourage such innovative and
value-added reuse, it could be permitted in certain cases without prior permission
from the right holders.
Additionally, some authors have argued that, in the information and communication sector where the information flows are constantly increasing, there is a definite
need to encourage the innovative value-added services of information aggregation
and search. These services allow users to find the data they need quickly and easily
in the ‘ocean of information’. Such innovation should not be hampered by exclusive
rights to original works. Permitting certain free reuses of pre-existing works provides
the opportunity to create innovative and value-added information and communication technologies. Further, such reuses would increase competition in the information and communication markets, and improve the quality of information
technology services.63 It is important to note that such innovation in the information
and communication market is highly significant with regard to the development of
knowledge and the information society. This sector also provides access to information that is vital to the development of the educational and research sectors, which
are treated with special care by the EU legislator.64 Therefore, the transformative use
doctrine has proved to be a useful tool in the USA for enabling and encouraging innovation in these important sectors.
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65 See Information Society directive, art 5.
66 For example, the CJEU found that hyperlinking does not fall within the scope of exclusive rights, see
Case 466/12 Nils Svensson and Others v Retriever Sverige AB, ECR [2014] 00000, Case 348/13 Bestwater
International v Michael Mebes and Stefan Potsch.
67 C-117/13 Darmstadt.
68 For instance, in a Paperboy case, the German court recognized that hyperlinking is a value-added service.
See BGH I ZR 259/00 Paperboy.
69 See Dreier (n 63) 251–54 (argues that exceptions should be applied by taking into account the valueadded and transformative nature of the information services); European Copyright Society, ‘Opinion on
the Judgment of the CJEU in Case C-201/13 Deckmyn – Limitations and exceptions as key elements of
the legal framework for copyright in the European Union’, p 2 note 3 <www.create.ac.uk> accessed 6
November 2015 (copyright exceptions should promote ‘creative uses’).
70 See Stef Senftleben, Copyright, Limitations and the Three-Step Test in International and EC Law (Kluwer
Law international 2004) 34–41; Giuseppe Mazziotti, EU Digital Copyright Law and the End-User
(Springer 2008) 6–12.
71 Gowers Review of Intellectual Property (2006), recommendation 11 <https://www.gov.uk/govern
ment/publications/gowers-review-of-intellectual-property> accessed 6 November 2015.
72 ibid.
73 European Parliament Resolution of 9 July 2015 on the implementation of Directive 2001/29/EC of the
European Parliament and of the Council of 22 May 2001 on the harmonization of certain aspects of copyright and related rights in the information society (2014/2256(INI)), p 42, <http://bit.ly/1NpGcAZ>
accessed 6 November 2015.
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Transformative use doctrine in Europe
While Europe has failed to unanimously adopt the concept of transformative use, the
rationale underlying the doctrine is not entirely new here. Transformative uses of
works that were initially covered by fair use in the USA, such as news, parody or
quotations, are subject to clear-cut exceptions under the EU law.65 The CJEU has
also tried to exercise more flexibility with regard to new information technologies
and their innovative uses of works for research, education and information purposes.66 For instance, in the abovementioned Darmstadt case, the CJEU construed
the on-site consultation exception in a flexible manner, permitting libraries to digitize
works and make them accessible via on-site terminals, even if the right holder offers
to licence them.67 Courts of some Member States have also been searching for more
flexible solutions in order to support new uses that are of public benefit.68
European commentators have encouraged the introduction of copyright exceptions for creative and value-added services.69 The concept of ‘transformative use’ itself has been adopted by some European commentators.70 For instance, Gowers
suggests introducing an exception for creative, transformative or derivative works at
the EU level, within the parameters of the three-step test.71 The objective of creating
such an exception would be to favour innovative uses of works, and to stimulate the
production of value-added services.72
At EU-policy level, the need to discuss transformative uses was mentioned in the
recent European Parliament Resolution on the harmonization of certain aspects of
copyright and related rights.73 Also, the EU has been recently discussing two possible
copyright exceptions relating to transformative uses: an exception for user generated
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74 See Green Paper on Copyright in the Knowledge Economy COM(2008) 466/3, p 19 (proposes studying
the possibility of introducing an exception for creative uses); also DG INFO and DG MARKT,
Reflection Paper on Creative Content in a European Digital Single Market: Challenges for the Future, 22
October 2009, at 15 (non-commercial reuse of copyrighted content for artistic purposes); OECD,
Participative Web and User-Created Content, DSTI/ICCP/IE(2006)7/FINAL, 2007, p. 9, <http://
www.oecd.org/sti/38393115.pdf> accessed 6 November 2015. For an article that is in favour of an exception for creative uses, see Christophe Geiger, ‘Copyright and the Freedom to Create, A Fragile
Balance’ (2007) 38 IIC 707.
75 De Wolf and Partners, ‘Study on the Legal Framework of Text and Data Mining (TDM)’, 2014,
<http://ec.europa.eu/internal_market/copyright/docs/studies/1403_study2_en.pdf>
accessed
6
November 2015.
76 Researchers would often carry out TDM in databases accessed via libraries.
77 De Wolf (n 75) 116; a similar exception has been recently enacted in Copyright, Designs and Patents Act
(UK), s 29A.
78 See eg Martin Kretschmer and others, ‘The European Commission’s Public Consultation on the Review
of EU Copyright Rules: A Response by the CREATe Centre’ (2014) 36(9) EIPR 547–53, 550–51.
79 Samuelson 2011 (n 21) 718.
80 Borghi and Karapapa (n 46) 15.
81 See, eg, De Wolf (n 75).
82 See, eg, Google has not been prevented from using the Google Books database for commercial TDM
activities.
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content (UGC)74 and an exception for text and data mining (TDM).75 Since the
TDM exception is more relevant for the work of libraries,76 it will be addressed in
more detail here.
Preliminary suggestions indicate the TDM exception could allow computational data analysis for the purposes of non-commercial research.77 Such an exception should generally be encouraged.78 Transforming expressive works into
searchable data creates significant public benefits, as well as new potential for the
businesses and research communities.79 For instance, TDM results may be used
to feed search engine algorithms and improve web services, including advertisements and content personalization. They may also be used as a ‘cultural genome’
to quantify cultural trends over centuries and across languages, as repositories of
‘key ideas’ to be extracted through data mining, as data containers to be mined
for the purpose of refining search engine algorithms, or for statistical machine
translation.80
However, the exception in its current form81 is rather narrow. It only allows researchers to carry out data mining in pre-existing databases, and only for non-commercial research purposes. The US decisions of HathiTrust and Google Books, as
analysed above, not only allowed for data mining, but also permitted the creation of
new searchable databases by digitizing and indexing pre-existing copyright works.
Further, in the USA, both non-commercial libraries (as a result of HathiTrust) and
commercial entities (as a result of the Google Books case) may undertake the creation of these databases. No restrictions have been placed upon the use of such databases. While the databases may be used for non-commercial research purposes,
commercial use has not been excluded.82 Thus, it is worth considering whether the
EU should implement broader copyright exceptions for libraries that support a wider
range of transformative uses.
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83 This could be done by simply providing the source, page number and frequency of a search word in a
document (HathiTrust model), or by showing relevant snippets of the texts (Google Books model).
84 Alternatively, libraries and users could rely on other copyright exceptions, such as an exception for on-site
consultation in libraries. See the Information Society Directive, art 5(3)(n).
85 See Authors Guild v HathiTrust, 755 F3d 87, Authors Guild, Inc v Google Inc 954 F Supp 2d 282; also
Samuelson 2011 (n 21) 718; The Stanford University Libraries Amicus Letter in Support of the Google
Books Settlement Agreement, Authors Guild Inc v Google Inc, No 1:05-CV-08136 (8 September 2009), 4.
86 Hargreaves supported such uses by arguing: ‘This is not about overriding the aim of copyright – these
uses do not compete with the normal exploitation of the work itself – indeed, they may facilitate it. Nor
is copyright intended to restrict use of facts. That these new uses happen to fall within the scope of copyright regulation is essentially a side effect of how copyright has been defined, rather than being directly
relevant to what copyright is supposed to protect,’ see Hargreaves report (n 43) 47.
87 Le Monde v Microfor, Cour de Cassation, 30 October 1987, 86-11918.
88 Borghi and Karapapa (n 46) 14.
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Transformative use and libraries: enabling full-text digital search
One way to expand the transformative use doctrine in the EU is to follow the recent
US court practice and allow European libraries to create full-text searchable databases, thus enabling users to search and identify materials they need. In order to
achieve this, libraries would have to digitize their collections, index them and create a
searchable database. As a result, users would be able to search the database for relevant sources. The search would also provide other information, including where the
search term appears in the document and how frequently it was used.83 However,
under this exception, users would not be able to access or download the full text. In
order to gain unlimited access to the text, users are required to consult the printed
book itself.84
Several arguments exist in favour of such an exception. Using the US terminology,
the creation of a searchable full-text database is a transformative use of pre-existing
copyright material. By digitizing copyrighted works for the purpose of creating a
searchable database, the texts are transformed into searchable data—they are no longer used for their main purpose. Rather, the works are appropriated as data, which facilitates the identification of the relevant text or information. As the US courts have
concluded, such use does not ‘supersede’ the original works or their purposes.85
Despite using different terminology, European authors have raised similar arguments in relation to this issue. Some commentators suggest distinguishing between
expressive or consumptive uses, such as reproduction for further distribution of texts,
and non-expressive or non-consumptive uses, such as reproduction merely for the
purpose of enabling searching of the text. Based on this analysis, the authors argue
that exclusive rights should not cover the latter non-expressive or non-consumptive
uses.86 Further, another important distinction could be made between activities that
are directed at providing access, and activities that are merely supportive or ancillary
to access. Some EU Member State courts have supported this approach to access,
holding that permission is not required for the compilation of indexes or metadata
that enable or facilitate the retrieval of works.87 Searching the contents of works has
never fallen within the scope of copyright, and this rule should not be altered simply
because of a change in format. Similarly, the reproduction of works for the purpose
of enabling digital searches is an ancillary use that should be permitted.88 The CJEU
seems to support this argument. They held that, if an ancillary reproduction is
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Market harm
US courts: do not worry too much about harm
Another highly important element of the US fair use doctrine is market effect.
According to section 107(4) of the Copyright Act, courts must take into account
‘the effect of the use upon the potential market for or value of the copyrighted work’
89 C-117/13 Darmstadt.
90 If combined with the TDM exception, this would also allow researchers to carry out TDM not only in
databases provided by publishers and online information aggregators, but also in databases created by
libraries themselves.
91 A similar argument was applied in respect of TDM when comparing the US and EU markets in the field,
see Kretschmer (n 78) 550–51.
92 For further arguments on this issue, see Borghi and Karapapa (n 46) 14.
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necessary to enable online access, this reproduction should be allowed as it facilitates
legitimate on-site access of works in libraries.89
Furthermore, the creation of full-text searchable databases in European libraries
would undoubtedly lead to significant benefits for researchers, the libraries themselves, and European society in general. Researchers and users would be provided
with improved digital search opportunities, as they would be able to identify relevant
information quickly and easily, instead of spending copious amounts of time consulting numerous physical copies of the texts.90 By taking advantage of current information technologies, libraries could perform their functions far more efficiently. The
proposed exception would also allow European libraries to keep pace with the US
libraries that, as a result of recent US court decisions, stand in a better position.91 If
full-text searching were permitted online, as opposed to merely on-site searching,
this would strengthen the role of European public libraries in the European information research market, a market that currently appears to be dominated by Google.
Such services would also contribute to the promotion of cultural diversity in the EU.
A majority of researchers currently utilize Google services when conducting research
online. However, these services largely provide access to Anglo-Saxon content. If
European libraries enabled online searches of their national digitized materials, researchers would not only be able to access materials in different European languages,
but also sources that originate from a variety of EU Member States.92
Finally, when arguing in favour of a new copyright exception, we need to analyse
whether such an exception would cause unreasonable harm to the right holders. To
use the European terminology, we must question whether it would meet the requirements of the three-step test. This will be the focus of the following section.
In the interim, we may conclude that the transformative use doctrine has significant potential, as it encourages innovative value-added services. To a certain extent,
it has already been fulfilling a certain role in Europe. Further integration of the doctrine into the European copyright system should be encouraged. One way to encourage transformative and value-added services in the library and information sector,
thus allowing libraries in the EU to catch up with their US counterparts, is to allow
libraries to fully digitize entire collections for the purpose of creating full-text searchable databases.
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93 17 USC § 107(4).
94 For more information regarding the concept of market harm, see Ashten Kimbrough, ‘Transformative
Use vs. Market Impact: Why the Fourth Fair Use Factor Should Not Be Supplanted By Transformative
Use as the Most Important Element in a Fair Use Analysis’ (2012) 63 Ala L Rev 625, 632; David
Fagundes, ‘Market Harm, Market Help, and Fair Use’ (2014) 17 Stan Tech L Rev 359, 363.
95 See Sookman (n 27) 505.
96 Campbell 510 US 569.
97 Sookman (n 27) 505. Some US commentators have welcomed such developments See Rogers (n 26);
Costantino (n 26); Diaz (n 17) 707–10; others have criticized the reduced prominence of the market
impact factor, see Kimbrough (n 94) 633 (‘the impact on the market is still the most central factor to
protecting a person’s copyrighted material’).
98 HathiTrust, 755 F3d 87, 23–24.
99 ibid (‘It is undisputed that the present-day market for books accessible to the handicapped is so insignificant that “it is common practice in the publishing industry for authors to forgo royalties that are generated through the sale of books manufactured in specialized formats for the blind . . . .”‘ (citations
omitted)).
100 Authors Guild, Inc v Google Inc 954 F Supp 2d 282, 25; Morris (n 27) 191.
101 Fagundes (n 94) 368 (promotes a similar ‘net effects’ approach).
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when applying the fair use doctrine.93 Thus, in order to constitute fair use, the use
must not cause excessive damage to the market for the original work by providing
the public with an available substitute.94
Several aspects of the US market effect factor should be highlighted. Obviously,
market effect is not the only criterion that is referenced when determining whether
the use qualifies as fair. Other fair use factors, particularly the transformative nature
of the use, are also taken into account. All of these factors are weighed against each
other, and no factor has a strictly predetermined value in this equation. Therefore,
even if a court finds that certain actual or potential market harm has been caused by
the use, the fair use defence will not automatically be rejected. If other factors work
in favour of fair use, it can still be established. The market harm factor used to be the
single most important element of fair use.95 However, after the Campbell decision,96
its importance has decreased.97
Secondly, the definition of market harm in the USA seems to be rather narrow,
especially in the court decisions analysed above. In both HathiTrust and Google
Books cases, the Second Circuit explained that the market harm analysis is concerned with only one type of economic injury to a copyright holder—the harm that
results from the secondary use serving as a substitute for the original work. A searchable database, such as HathiTrust Library or Google Books Library, does not serve
as a substitute for original works. Thus, the loss of potential licensing fees that right
holders could arguably receive for the use of their works in such a database does not
qualify as harm under the fair use doctrine.98 Furthermore, the court highlighted
that, even if a licensing market for the contested uses exists (eg in case of uses for
disabled persons) but it is very insignificant, it does not count as sufficient harm to
the market of the original work.99 In addition, Judge Chin highlighted the positive effects of the Google Books project on right holders. The court found that the Google
Books project increased the notoriety of borrowed works, thereby encouraging both
book sales and profits.100 Thus, rather than merely focusing upon the harmful effects
of the use, the court also considered the positive effects of the project.101
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In summary, under the US fair use doctrine, the importance of the market harm
factor has been decreasing. Recently, it has been construed narrowly to only cover
those uses that serve as a replacement of the original work.

102
103
104
105

See the WTO Agreement on Trade-Related Aspects of Intellectual Property Rights (TRIPS), art 13.
Information Society Directive, art 5(5).
Information Society Directive, art 5(5).
This has been confirmed in the WTO panel decision DC160, US — s 110(5) Copyright Act. See also
discussion below.
106 See, eg, see Case 360/13 Public Relations Consultants Association Ltd v Newspaper Licensing Agency Ltd
and Others. However, in more recent cases, the CJEU found that it is sufficient to prove that the contested use meets the elements of the exception (while the exception itself, obviously, has to meet the
three-step test requirements). See Case 117/13 Darmstadt. EU Member states do not agree whether the
three-step test is a rule intended for law makers or for the courts, see Herman Cohen Jehoram, ‘Is there
a hidden agenda behind the general non-implementation of the EU three-step test?’ (2009) 31(8) EIPR
408–10. The test is also applied differently in different courts, eg see BGH I ZR 118/96) [2000] ECC
237 (Germany); Perquin et UFC Que Choisir v SA Films Alain Sarde, Cour de Cassation, 28 February
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European approach: all that counts is harm?
In the EU, the ‘harm’ criterion constitutes a significant part in the three-step test.
The three-step test has been transposed from international law102 into European
copyright law.103 It requires copyright exceptions to be ‘applied in certain special
cases which do not conflict with a normal exploitation of the work or other subjectmatter and do not unreasonably prejudice the legitimate interests of the right holder’.104 While the first step restricts the application of exceptions to ‘certain special
cases’, the remaining two steps essentially deal with harm to the right holder—
namely, the use will not be permitted if it ‘conflicts with a normal exploitation of the
work’ or if it ‘unreasonably prejudices the legitimate interests of the right holder’.
At this point, the initial differences between the market harm factor in the USA
and the harm concept in the EU become clear. First, under the European three-step
test, harm to the right holder is the main criterion that must be taken into account
when granting a copyright exception. It is reflected in two of the three factors in the
three-step test. Secondly, the three-step test requires that each of the conditions
must be satisfied in order to warrant a copyright exception.105 Thus, a copyright exception cannot be granted if the use only ‘conflicts with the normal exploitation’ or
‘unreasonably prejudices the legitimate interests of right holder’. The public benefits
of the use do not need to be taken into account, but in the event they are considered,
they cannot outweigh the explicit requirements of the test. Arguably, the three-step
test is not only applied when introducing new specific copyright law exceptions, but
also when applying these exceptions in court practice. This means that the twopronged harm criterion is applied twice: initially, when the legislator is drafting the
exception, they have to ensure the exception meets the respective two prongs of the
three-step test; and again, when the exception is applied in court to a particular case.
The court must not only clarify whether the contested use falls within the scope of
the specific exception, but also analyse whether the application of the exception conflicts with the normal exploitation of the work or results in unreasonable prejudice to
the right holders’ interests.106

10 years for Google Books and Europeana



61

What the EU can learn from the US ‘market harm’ concept
There are a few ways how the US market effect factor could inspire EU lawyers in
dealing with the controversial three-step test.115

107
108
109
110

111

112

113

114

115

2006 [2006] 37 IIC 760 (France). For a comment on the case law, see Nicole M Thomas, ‘An education: the three-step test for development’ (2012) 34(4) EIPR 244–60.
WTO panel decision DC160, US — s 110(5) Copyright Act.
WTO Panel, ibid, para 6.180.
WTO Panel, ibid, para 6.227. For more see Senftleben (n 70) 273.
See Christophe Geiger, Daniel Gervais and Martin Senftleben, ‘The Three-Step Test Revisited: How to
Use the Test’s Flexibility in National Copyright Law’ (2013) PIJIP Research Paper no 2013-04, at 24
<http://digitalcommons.wcl.american.edu/research/39/> accessed 5 November 2015.
For a detailed discussion see Senftleben (n 70). See also J Bornkamm, ‘Der Dreistufentest als urheberrechtliche Schrankenbestimmung – Karriere eines Begriffs’ in H-J Ahrens and others, Festschrift fur Willi
Erdmann zum 65. Geburtstag (Carl Heymanns 2002) 29, 34; Sam Ricketson, The Berne Convention for
the Protection of Literary and Artistic Works (Kluwer 1987) 483.
See Geiger, Gervais and Senftleben (n 110) 15–16. cf M Buydens and S Dusollier, ‘Les exceptions au
droit d’auteur : évolutions dangereuses’ (2001) Comm com électr 13; JC Ginsburg, ‘Toward
Supranational Copyright Law? The WTO Panel Decision and the “Three-Step Test” for Copyright
Exceptions’ (2001) RIDA 48 (underlining the risk that ‘the traditionally free uses, such as for training
purposes or parody, be considered as normal exploitations, supposing that right holders manage to implement a profitable collecting system’).
See, eg, see Case 5/08 Infopaq International v Danske Dagblades Forening [2009] ECR I-6569, para 58;
Case 145/10 Eva-Maria Painer v Standard VerlagsGmbH and Others [2011] ECR I-9915, para 110; Case
360/13 Public Relations Consultants Association, paras 54–60; Case 117/13 Darmstadt, para 47.
One of the few examples when the court examined the application of each criterion is provided in Case
360/13 Public Relations Consultants Association, paras 54–63. In many cases, the court merely states that
Member States have to comply with the three conditions under the three-step test when introducing
copyright exceptions under national law. However, analysis of the substantive content of these conditions is not provided. See Case 145/10 Painer, para 110.
Other authors suggesting fair use as the basis for interpreting the three-step test include KamielJ
Koelman, ‘Fixing the Three-Step Test’ (2006) EIPR 407.
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The scope of harm required under the three-step test seems to be broader than the
recent approach established in US court practice. The WTO panel has interpreted the
TRIPS three-step test very strictly.107 First, ‘normal exploitation’ was given a very broad
meaning. It was held to encompass both ‘the forms of exploitation that currently generate
income for the right holder as well as those which, in all probability, are likely to be of considerable importance in the future’ (emphasis added).108 Secondly, with regard to the
third step—’unreasonable prejudice to legitimate interests’—’legitimate interests’ were
defined even more broadly, as ‘every conceivable possibility of deriving economic value’.109 Thus, under the three-step test, a use may only be allowed in the absence of any
actual, foreseeable or potential harm to the right holder’s sources of revenue.
However, commentators have criticized the WTO’s approach110 and offered a
number of alternative interpretations.111 Arguably, ‘any reference to future forms of
exploitation runs the risk of restricting policy space for exceptions every time a technical evolution allows control of previously uncontrollable uses and thus creates new
possibilities for exploitation’.112
The same three-step test is often applied in CJEU case law, with frequent reference to ‘unreasonable prejudice of reasonable interest’.113 However, the CJEU is yet
to provide a more detailed analysis regarding the content of these criteria, or the role
of harm in general.114
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See Campbell, 510 US 569, 591 (‘cognizable market harm’ is limited to ‘market substitution’).
See, eg, see Senftleben (n 70) 196.
See Dreier (n 63) 238.
See Dreier (n 63) 240–42, 253.
For example, when a work is entered into a search engine, a right holder could argue that free use of the
work would mean a loss of their potential licensing fees. Therefore, an exception for search engine use
could not be permitted, and right holders would retain full control over the use of their work in such information services.
121 For similar criticisms, see Koelman (n 115) 407–12, 408.
116
117
118
119
120
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First, when applying the three-step test, the EU could abandon the broad concept
of harm as formulated by the WTO panel. Instead a much narrower concept of
harm, like the one articulated in recent US court practice, could serve as an example.
As discussed above, US courts are only able to consider the actual and potential
harm, such as loss of revenue, where the contested use serves as a replacement for
the original work.116
Other authors have also advocated for a narrower reading of the three-step test requirements, and consequently a narrower concept of harm.117 For instance, Dreier
argues that ‘normal exploitation’ can no longer be interpreted as comprising any and
all future exploitation possibilities of copyrighted material in value-added information
services. In economic terms, Dreier posits that, in the information society, there is a
fundamental need for competition in relation to downstream value-added information services on the basis of upstream information.118 Namely, one needs to ensure
that the existing copyright materials (the ‘upstream market’) are readily accessible
for the creation of information services. This in turn allows for better aggregation,
searchability, identification and access to these materials (the ‘downstream market’).
Dreier provides a number of arguments as to why markets for information valueadded services should be opened up to competition from commercial parties in
downstream markets, as opposed to being monopolized by, or under the exclusive
control of, the upstream market, being the original producer or author.119 Such competition is clearly prevented by an overly broad conception of harm. If any loss of actual or potential licensing revenues is recognized as ‘prejudice to normal
exploitation’, as suggested by the WTO Panel, there is no possibility of an exception
for value-added information services. Thus, right holders would retain full control of
the use of their works both in the upstream and downstream information markets.120
One possible way of narrowing the concept of harm in the EU is to limit the situations when ‘a conflict with normal exploitation’ can be found. Following the US example, a ‘conflict with normal exploitation’ is established only in cases when a
contested use serves as a substitute or replacement for the original work. As a result,
right holders would not be able to claim any actual or potential loss of revenue, as
they can only establish harm in cases where the contested use ‘usurps’ the market of
the original work.
Secondly, when assessing copyright exceptions, EU courts should be permitted to
recognize factors other than harm to right holders’ interests. Unfortunately, the
three-step test does not allow consideration of public benefit or the transformative
value-added use.121 However, some commentators argue in favour of interpreting
the three-step test in such a way as to enable the balancing of different private and
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Market harm and digital library uses
We will now illustrate how the suggested construction of the harm criterion could be
utilized in practical scenarios. We will consider its application to three categories of
digital uses that arise in EU libraries: mass digitization for preservation purposes;
mass digitization for the purpose of creating a searchable database; and making the
digitized materials accessible for online consultation.

122 See Geiger, Gervais and Senftleben (n 110) 15–16.
123 Similarly, others refer to the third prong of the three-step test as ‘a proportionality test’, which is often
used to settle conflicts between fundamental rights, see Geiger, Gervais and Senftleben (n 110) 24.
124 See, eg, see Case 360/13 Public Relations Consultants Association, paras 24, 35 (short references to public
interest); Case 117/13 Darmstadt, paras 27, 31; Case 201/13 Deckmyn.
125 See, eg, in the recent Decknym decision, the CJEU analysed the application of the parody exception. The
decision interprets the exception in a purposive way, and with the goal of achieving a balance of interests. The three-step test is not referenced at all. See Case 201/13 Deckmyn, paras 23, 28.
126 See Christophe Geiger, ‘From Berne to National Law, via Copyright Directive: The Dangerous
Mutations of the Three-Step Test’ (2007) EIPR 486, 491 (n 43); Raquel Xalabarder, ‘Digital Libraries
in the Current Legal and Educational Environment: Towards a Remunerated Compulsory License or
Limitation’ in Bently, Suthersanen and Torremans (n 12) 231–51, 248; European Copyright Society,
‘Opinion on the Judgment of the CJEU in Case C-201/13 Deckmyn – Limitations and exceptions as key
elements of the legal framework for copyright in the European Union’, <www.create.ac.uk> accessed 6
November 2015.
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public interests.122 Arguably, when examining whether a particular exception has ‘unreasonably prejudiced the legitimate interests’ of right holders, one should first identify the ‘legitimate interests’ and then analyse whether they were in fact ‘prejudiced’.
‘Legitimate interests’ is a broader concept than ‘normal exploitation’, as discussed
above. Despite the lack of a clear definition, it is suggested that right holders at least
have a ‘legitimate interest’ to be asked for permission in respect of each use covered
by exclusive rights. In such a case, the exploitation of exclusive rights without the
right holder’s authorization would potentially ‘prejudice’ their legitimate interests.
Then, most importantly, it should be assessed whether such prejudice was ‘unreasonable’. At this stage, the private interests of right holders must be weighed against the
public benefits that arise from a particular use. If a right holder’s interests are prejudiced to some extent (eg they do not receive licensing fees for the exploitation of an
exclusive right), and the public benefits of the use are very significant, such prejudice
might be considered ‘reasonable’.123
The CJEU have applied a similar ‘balance of interests’ approach in their most recent decisions.124 The process involves two steps. First, the CJEU considers the purpose of the exception—namely, what public interest the exception is designed to
serve, and whether the contested use in fact achieves this purpose. Secondly, the
court discusses the need to balance the interests of both right holders and the public
at large. In such cases, the three-step test either plays a secondary role, or is simply
not considered at all.125 Rather, the harm to right holders and their interests are implicitly considered as part of the balancing process. EU commentators have previously encouraged, and indeed welcomed, the application of such a flexible balancing
exercise when considering copyright exceptions.126
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127 Commentators in the EU and USA generally agree that digital preservation in libraries should be
allowed. For the EU, see CRA, ‘Assessing the Economic Impacts of Adapting Certain Limitations and
Exceptions to Copy-Right and Related Rights in the EU: Analysis of Specific Policy Options’ (2014)
29–32,
<http://ec.europa.eu/internal_market/copyright/studies/index_en.htm>
accessed
6
November 2015; Wittem European Copyright Code (n 55) art 5.3(1)(c) (suggests allowing use for noncommercial archiving by public libraries, archives). This was impliedly approved in Agnes LucasSchloeter (n 41) 163–64. For the USA, see US Library of Congress and others, ‘International Study on
the Impact of Copyright Law on Digital Preservation’ (July 2008, No 5.3.13), <http://www.digitalpre
servation.gov/documents/digital_preservation_final_report2008.pdf> accessed 5 November 2015 (it is
not digital preservation per se that is problematic, but rather access to digital preservation copies);
Karyn Temple Claggett (moderator), ‘Session3: To What Extent Should Libraries Be Permitted to
Engage in Mass Digitization of Published Works, and for What Purposes?’ (2013) 36/4 Colum J L &
Arts 567–86, 573.
128 That was the argument put forward by right holders in the HathiTrust case. However, it was rejected by
the court. See Authors Guild v HathiTrust, 755 F3d 87, 24.
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First, with regard to mass digitization for preservation purposes, we would argue
there is no conflict with the normal exploitation of works. Copies for the purpose of
preservation do not serve as a replacement for the original works, and as such, they
do not usurp the market for the original works. Right holders have never considered
preservation by public libraries as a means of generating revenue from their works.
Secondly, we must determine whether the legitimate interests of the right holders
have been unreasonably prejudiced. It could be argued that, if libraries were to reproduce entire works the legitimate interests of right holders would be prejudiced to a
certain extent. Right holders may claim the libraries are exercising an exclusive right
of reproduction in the absence of authorization, and without offering appropriate remuneration in return. However, such prejudice is likely to be perceived as ‘reasonable’, as the public benefit is obvious—preservation in public libraries facilitates the
retention of works for future generations in the event an original work is, or is about
to be, lost or damaged. Meanwhile, any harm to the right holders’ interests is minimal, as works are merely reproduced for preservation purposes, and are not made
publicly available.127
Secondly, the digitization of works in libraries for the purpose of creating searchable databases, in a manner similar to HathiTrust or Google Books, may seem more
complicated. Prima facie, such a use would not conflict with the ‘normal exploitation’
of a work, as searchable databases such as HathiTrust and Google Books do not
serve as substitutes for the works contained in them. Thus, even if there were a possibility of developing a future licensing scheme for the use of works in such databases
or search engines,128 any loss of potential licensing revenues would not be considered under the proposed narrower interpretation of the ‘normal exploitation’ criterion. However, right holders may still argue their legitimate interests have been
unreasonably prejudiced, as digital full-text databases reproduce works in full. This is
clearly a very different process compared to traditional indexing and searching.
However, one could argue the public benefits of these searchable databases outweigh
the interests of right holders. As discussed above, the public benefits associated with
full-text library databases are incontestable. Libraries would be able to provide
the public with full-text search functionality for vast amounts of library materials,
which would significantly contribute to research, science, the information society and
cultural diversity in Europe. Such library services would also benefit right holders
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129 Brief Amici Curiae of 133 Academic Authors in Support of Defendants-Appellees And Affirmance; court
document, 19, lodged in Authors Guild, Inc v HathiTrust, 755 F3d 87 (2d Cir 2014) <http://www.arl.org/
storage/documents/publications/Academic-Authors-hathitrust-authors-guild-amicus-04june13.pdf> accessed
5 November 2015.
130 Authors Guild, Inc v Google Inc 954 F Supp 2d 282.
131 See Travis (n 60).
132 cf Samuelson 2011 (n 21) 718.
133 According to recent studies, the e-book market represents 1–3% of the publishing market in the EU.
See ‘Study on the Digital Content Products in the EU’ 24 <http://ec.europa.eu/consumers/enforce
ment/sweep/digital_content/docs/dcs_complementary_study_en.pdf> accessed 5 November 2015.
134 The situation is slightly different with out-of-commerce works that are no longer available in the market.
Here, the prejudice to the right holders’ interests and public benefit would need to be carefully weighed.
135 cf CRA (n 127) 19–28.
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themselves. Several academic authors have expressed their support of HathiTrust,
stating ‘Academic authors are typically motivated to create scholarly works to share
the knowledge they contain with the world, thereby promoting the progress of science in keeping with the constitutional purpose of copyright’.129 The court in the
Google Books case also recognized that the advantages enjoyed by the right holders
outweighed any harm caused by the Google Books service.130 Economic studies analysing the impact of the Google Books project on the right holders’ markets have
also reached similar conclusions.131 Thus, the net effects of full-text databases in
libraries are positive for both right holders and society at large, which speaks in favour of granting an exception for such use.
In contrast, a different conclusion would be reached with respect to making digitized works accessible online via library portals. The process of making works accessible online for reading or viewing, either on a permanent or temporary basis, clearly
falls within the scope of ‘normal exploitation’ of works.132 The distribution of digital
books is an emerging market in Europe,133 a market that would clearly be usurped if
libraries were to make digitized copies available online. The copies would serve as a
replacement for digital books offered by publishers online. Consequently, the prejudice to the right holders’ commercial interests is both clear and significant. Further,
it is unlikely such prejudice would be recognized as ‘reasonable’. Despite the obvious
public interest in free access to digitized library collections, the legitimate interests of
right holders to control the public dissemination of their works online, and to receive
adequate remuneration in return, would certainly prevail.134 Similarly, other studies
demonstrate that the widespread online availability of digitized library materials
would result in unreasonable prejudice to right holders’ interests.135
In conclusion, the US approach regarding market harm could provide a useful example for the EU when reviewing the role of market harm in the application of the
three-step test. According to the more flexible construction proposed above, one
needs to focus only on damages caused by ‘market replacement’, as opposed to all
possible revenue losses the right holder may face. Further, the three-step test could
be amended to include a balancing exercise, whereby any prejudice to the legitimate
interests of right holders is weighed against public benefits. Such alteration provides
the necessary scope to incorporate certain new library uses, such as mass digitization
for preservation purposes and the creation of searchable full-text databases, into
existing EU copyright law.
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Commercial use

Situation in the EU
In certain circumstances in the EU, commercial entities are also permitted to profit,
either directly or indirectly, from copyright exceptions.141 However, with regard to
reproduction in libraries, the EU exception does not envisage the participation of
commercial parties.142 Arguably, libraries can outsource reproduction activities to
third parties who are commercial entities. However, these entities should act under
the control of the libraries, and they should not receive any benefit or right other

136 Authors Guild, Inc v Google Inc, Second Circuit, 26.
137 Authors Guild, Inc v Google Inc 954 F Supp 2d 282, 24–25. See also Costantino (n 26) 268.
138 For more information, see William Patry, The Fair Use Privilege in Copyright Law (2nd edn, Bureau of
National Affairs 1995) 420 n.34.
139 See, eg, Kelly v Arriba Soft Corp, 336 F3d 811 (9th Cir 2003) (held that US search engines may use
thumbnails of images, despite a failure to obtain permission for such images from the rights holder);
Perfect 10, Inc v Amazon.com, Inc, 508 F3d 1146 (9th Cir 2007) (the court sanctioned the defendant’s
use of copyrighted artwork—without permission—in the form of thumbnails and ‘Cached’ links). For a
brief overview of the cases, see Morris (n 27) 202–3; Diaz (n 17) 693.
140 For criticism of such an approach see Sookman (n 27) 494; Morris (n 27) 197–98.
141 For example, in cases of reprographic reproduction, reporting current events and the use of political
speeches, use for caricature, parody or pastiche. See Information Society Directive, arts 5(2) and 5(3).
142 See Information Society Directive, art 5.2(c) (‘specific acts of reproduction made by publicly accessible
libraries, educational establishments or museums, or by archives, which are not for direct or indirect economic or commercial advantage’).
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Situation in the USA
The final interesting feature to be discussed from the recent US court decisions, and
especially the Google Books case, is the approach formulated with regard to private
commercial parties in the mass digitization projects. The US courts allowed libraries
to carry out mass digitization projects and create searchable databases in the absence
of right holders’ permission. Both public libraries (such as in the HathiTrust case),
and their commercial partners (such as Google) were authorized to create such databases. In weighing the relevant factors, the court held in the Google Books case that,
even if the use at stake is commercial, this does not automatically preclude the possibility of a finding that the use is transformative, and thus invoking the application of
fair use. The Second Circuit reminded that universally accepted forms of fair use,
such as reporting, commentary, parody and others, are all done commercially for
136
profit. In addition, Judge Chin had suggested that Google is acting as a marketing
mechanism for these books, a role that is especially important for works that may be
nearing the end of their copyright protection period.137
In the USA, the application of fair use to commercial uses is not an entirely new
approach. Initially, commercial uses were not considered to be transformative.138
This presumption was subsequently weakened, as the US courts came to recognize a
number of commercial transformative uses constituted fair use.139 As such, the courts
have held the commercial nature of the use may be disregarded if the use is highly
transformative and serves a public interest.140

10 years for Google Books and Europeana



67

143 De Wolf and Partners, ‘Study on the Application of Directive 2001/29/EC on Copyright and Related
Rights in the Information Society’ (2013) 295 <http://ec.europa.eu/internal_market/copyright/docs/
studies/131216_study_en.pd> accessed 5 November 2015.
144 See European Commission, Green Paper on Copyright in the Knowledge Economy, COM(2008) 466/
3, p 9; Marco Ricolfi, ‘Digital Libraries in the current Legal and Educational Environment: a European
Perspective’, in Bently, Suthersanen and Torremans (n 12) 216–29, 220.
145 Ricolfi (n 144) 227.
146 See Orphan Works Directive, recital 22 (allows agreements between public institutions and private partners but they ‘should not impose any restrictions on the beneficiaries of this Directive as to their use of
orphan works and should not grant the commercial partner any rights to use, or control the use of, the
orphan works’).
147 See, eg, see European Commission, ‘Europe’s cultural heritage at the click of a mouse: Progress on the
digitization and online accessibility of cultural material and digital preservation across the EU’,
11.8.2008, COM (2008) 513 final, 3.2 p.5; Joint Statement of EU Commissioners Reding and
McCreevy, 7 September 2009, MEMO/09/376.
148 High Level Expert Group on Digital Libraries Sub-group on Public Private Partnerships, ‘Final Report on Public
Private Partnerships for the Digitisation and Online Accessibility of Europe’s Cultural Heritage’ (May 2008)
(PPP Report), <http://www.ifrro.org/upload/documents/i2010%20PPP%20Subgroup_ Final%20report.pdf>
accessed 5 November 2015.
149 The only policy measure proposed at the Member State level is with regard to fiscal benefits for private
parties participating in PPPs. See PPP Report (n 148) 13.
150 See the Commission Recommendation of 27 October 2011 on the digitization and online accessibility
of cultural material and digital preservation, 2011/711/EU, OJ L 283/39 29.10.2011, art 2; Anex 1, p 1.
151 See Europeana Strategic Plan 2011-2014, 16-17, <http://pro.europeana.eu/files/Europeana_Professional/
Publications/Strategic%20Plan%202011-2015%20%28colour%29.pdf> accessed 5 November 2015.
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than a fee for their services.143 Thus, any mass digitization project that is conducted
by a commercial party in collaboration with public libraries, such as the Google
Books project, is unlikely to be covered by this exception, or any other copyright exception in the EU.144 The European perspective is that mass digitization projects
and preservation in libraries should not be undertaken by private parties, whose
main motive is profit. Rather, public authorities that pursue broader societal goals,
such as the preservation of linguistic diversity, should be charged with this task.
Thus, while market objectives are not completely ignored, they should only be incidental to the broader objectives of the European polity.145 The intention to exclude
private parties from participating in mass digitization projects was also observed in
the recent Orphan Works Directive.146
However, the European Commission has frequently highlighted the need to encourage public–private partnerships (PPPs) in mass digitization projects.147 Despite
this vision, little has been achieved thus far. While the 2008 Report on Public Private
Partnerships148 provided several recommendations for public institutions on how to
run PPPs, it failed to suggest any clear policies or legal solutions that would encourage the uptake of PPPs.149 Further, the 2011 Recommendation on the digitization
and online accessibility of cultural material and digital preservation highlighted the
need to encourage PPPs in mass digitization projects. Yet, the proposed involvement
of PPPs must be undertaken within the framework of existing Intellectual Property
rights.150 Under the Europeana Strategic Plan 2011–2014, PPPs are again referenced
as a means of facilitating the distribution of digitized content.151 Despite these
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political declarations, reports show minimal participation from private parties in digital library initiatives.152

152 Currently, only 9% of expenditures for digitization projects are covered by PPPs. See Natasha Stroeker
and René Vogels, ‘Survey Report on Digitisation in European Cultural Heritage Institutions 2014’, 41
<http://www.enumerate.eu/fileadmin/ENUMERATE/documents/ENUMERATE-DigitisationSurvey-2014.pdf> accessed 5 November 2015. See also European Commission Report on the
Implementation of the Commission Recommendation 2011/711/EU: Progress Report 2011-2013
(September 2014), p 16–18.
153 PPP report (n 148) 11–12.
154 The funding will be reduced from e9 billion for 2011–2014 to e1 billion for 2015–2020. See Europeana
Strategy 2015-2020 (n 172).
155 Until 2020, approximately 50% of the Europeana budget should come from Member State service fees,
and revenue from commercial activities. The income from creative industries in Member States is expected to grow 10 times during 5 years, from e0.1 million in 2015 to around e1.2 million in 2020. See
Europeana Strategy 2020, Network & Sustainability (draft) (30 May 2014) <http://pro.europeana.eu/
files/Europeana_Professional/Publications/Europeana%20Strategy%20Network%20Sustainability.pdf>
accessed 5 November 2015.
156 However, Google is still searching for a suitable business model on how to commercialize the Google
Books project. Advertising on a Google Books website failed, and was abandoned in 2013. The Google
Editions initiative, launched in 2010, was also abandoned soon after. Since 2012, digitized books have
been available through the Google Play service. Google Play offers a variety of content (music, apps,
books, etc) and has recently shown increased success. For example, see ‘Google Play - The Next Big
Thing For Google?’ (blog), <http://seekingalpha.com/article/2428025-google-play-the-next-big-thingfor-google> accessed 5 November 2015.
157 See Purday (n 8) 935. According to the Europeana reports, there were over 25 million impressions of
Europeana partners’ content on Facebook, Pinterest and Wikipedia in 2013 (see Europeana Annual
Report 2013, p 22). However, up until now, national portals have only provided simple usage possibilities that demonstrate a lack of innovation in their services. See ‘Analysis of the Europeana and Athena
Survey for the Aggregators #2’ (November 2011) 17 <http://pro.europeana.eu/files/Europeana_
Professional/Publications/Aggregators%20Survey%20II.pdf> accessed 5 November 2015.
158 Milena Dobreva and Sudatta Chowdhury, ‘A User-Centric Evaluation of the Europeana Digital Library’
in G Chowdhury, C Khoo and J Hunter (eds), The Role of Digital Libraries in a Time of Global Change
(Springer 2010) 148–57, 154.
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Need to encourage?
Collaboration between private parties and public libraries in mass digitization projects is
essential to ensure the sustainability of EU-wide digitization projects. First, the private
sector is able to provide funding for the projects, as well as access to the newest technology and relevant ‘know-how’.153 Long term financial sustainability is one of the most
concerning issues Europeana and national digitization projects are currently facing. Until
now, these projects have been primarily financed by local or European public funds. Yet,
due to severe budget cuts by the European Union,154 all services funded by the
European Commission are now required to develop their own sustainability plans, or diversify their income streams.155 Secondly, private sector companies often promote innovative ideas, such as how to encourage the public to use digital content broadly and in
a variety of ways, while simultaneously deriving profits from that use. For instance, the
idea to create a worldwide full-text searchable database of digitized content was first
realized by Google, a for-profit company.156 Meanwhile, Europeana is still struggling to
attract sufficient users to their search engine. The level of engagement with the material,
and thus the true impact of Europeana, is still relatively low.157 According to recent studies, the content and functionalities of Europeana do not fully satisfy users’ needs.158
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Commercial uses of library materials
One area that is ripe for commercial use consideration is innovative non-expressive
uses of existing materials. This would include the creation of searchable full-text databases, or using such databases to conduct TDM. Such uses could be permitted by
both public or private, not-for-profit and commercial parties under copyright law.
This would be possible so long as the use promotes innovation in the information
and communication sector, it is of a significant public benefit, and the right holders’
legitimate interests are not unreasonably prejudiced.
The mass digitization of works for the purpose of creating a searchable full-text
database is undoubtedly an innovative service, as it enables the efficient search and
identification of library materials. This transformative use of the works results in obvious public benefits.162 Finally, as discussed in previous sections, it would not cause
unreasonable market harm for the right holders. It does not conflict with the normal
exploitation of works, and does not unreasonably prejudice the legitimate interests of
right holders.163
We arrive at a similar conclusion when analysing the TDM exception. TDM is
clearly an innovative use, as it leads to increased knowledge that can subsequently be
applied across a variety of fields.164 Further, the potential harm to right holders is
minimal. TDM, as with any other search activity, would not be a part of the ‘normal
159 See Europeana Strategy 2015-2020: Impact <http://pro.europeana.eu/files/2015-02/1424273107
_europeana_strategy_2020_impact_.pdf> accessed 5 November 2015.
160 See, eg, Ricolfi (n 144) 228.
161 ibid.
162 For more information, see ‘Transformative use and libraries: enabling full-text digital search’ section.
163 For more information, see ‘Market harm and digital library uses’ section.
164 See ‘Transformative use doctrine in Europe’ section.
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Thus, Europeana continue to prioritize increased usage and higher impact.159 Thirdly,
some European authors have expressed concern regarding government intervention in
cultural developments.160 For instance, one could question whether it is reasonable to require public libraries to exclusively maintain information resources held on their premises. Why should private parties be prevented from undertaking parallel initiatives to
improve information services in society? Obviously, this could only be permitted in circumstances where the legitimate interests of right holders are not unreasonably prejudiced. It is true that the role of the commercial sector is a matter of general principle in
cultural policy. While the USA prefers a laissez faire approach, European countries tend
to intervene in cultural processes and award more privileges to cultural institutions, as
opposed to private players, in the field.161 However, as far as the education, research and
information sectors are concerned, private parties could arguably play an equally useful
role.
Therefore, it is reasonable to consider how private parties could be encouraged to
participate in the creation of innovative information services at the EU level. Such
services would arguably improve work within the information, education and research sectors, including libraries. Private parties could be allowed to use pre-existing
copyright works in the development of these value-added services, so long as these
uses did not unreasonably prejudice the legitimate interests of the right holders.
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165 For example, the EU could theoretically establish an EU-wide compulsory licensing scheme for such
uses.
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exploitation’ of works, as right holders would not normally licence search or indexing
activities per se. Although TDM activities include the reproduction of works, this
may only result in minimal prejudice to the interests of right holders. These reproductions are only used for search purposes, being ‘non-expressive’ use, and are not
available for public consumption. Finally, the public benefit resulting from TDM
activities, being the innovative value-added results of such research, is likely to outweigh the interests of right holders to exclusively control the use of their work.
The next issue to address is whether such non-expressive uses of library materials
could also be allowed for commercial purposes. The intuitive reaction to such a question in Europe would probably be that, if works are used commercially—ie for the
purpose of generating profits—any profit should be shared with the right holders.
This is an entirely reasonable proposition. However, at least two further arguments
strongly favour permitting such non-expressive uses by commercial parties.
First, the market failure argument should be addressed. The licensing of materials
for certain innovative projects may prove impossible, as relevant cross-border licensing
mechanisms do not exist. For instance, Google is currently unable to acquire cross-border licences in Europe for all the materials it needs to create a global Google Books
search engine. This search engine would undoubtedly lead to significant benefits, while
causing very little harm to right holders. Yet, the lack of an adequate licensing scheme
is not only a disadvantage for Google. It also represents a significant loss for the
European information and knowledge society, and the educational and research sectors. If Google were allowed to engage in mass digitization of European materials and
integrate them within the Google Books search engine, European audiences could easily search not only Anglo-Saxon material, but also European resources in any language.
Importantly, Google would not be permitted to make the resources publicly accessible,
except for small excerpts or snippets of the work.
Secondly, the public interest argument is also relevant. Even if it were possible to
develop appropriate remuneration mechanisms for such uses,165 one would need to
carefully weigh the market harm of the use and the extent of any profit received by a
commercial party against the innovative nature of the uses and the public benefit
they create. If the public benefits significantly outweigh any harm experienced by the
right holders, there is a strong argument to exclude such uses from the scope of exclusive rights. This model has been followed in a number of exceptions where, due
to prevailing public interests such as education, research, access to information or
freedom of expression, a right holder’s exclusive rights were limited without the possibility of profiting from such uses. While this balancing test may be difficult to apply,
US courts have been able to employ it. Subsequently, a number of innovative information society services have been legitimized without unreasonably prejudicing either the creative markets or incentives for right holders. Thus, the EU lawmakers
may wish to reconsider their negative approach regarding the role of commercial
entities in the educational, research and information sectors. This would better enable the creation and implementation of innovative and value-added services in these
areas of significant social and economic development.
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CONCLUSIONS
The Google Books and Europeana projects provide a useful illustration of how copyright law systems in the USA and the EU are able to adapt to meet the challenges
posed by new information technologies. With regard to mass digitization projects, the
EU has adopted a legislative approach and developed several solutions for certain problems, such as how libraries should deal with orphan works in mass digitization projects.
In contrast, the USA chose to resolve problems at the judicial level. With the help of
the famous fair use doctrine, the USA has opened the door for libraries and their commercial partners to offer an array of new information services. Even though Europe
does not have a comparable fair use doctrine, the US court rulings still provide several
general policy guidelines. The EU lawmakers and judicial officers could consider these
strategies when adapting copyright law to meet the challenges associated with the information society.
The fair use defence, and especially the transformative use doctrine, has enabled the
US copyright system to embrace innovative value-added reuse of works, especially in the
library and information technology sector. The European copyright system still appears
to be based upon the idea that innovation should only be encouraged through increasingly strengthened forms of copyright protection. Clearly, this assumption needs to be
challenged. The European law makers should investigate how copyright exceptions could
be adjusted, or new exceptions introduced, to encourage innovative reuse of existing
works. Such reuse would lead to significant societal benefits. Library exceptions are one
example of where such transformative reuse of works could be encouraged.
The HathiTrust and Google Books cases also demonstrate that the US copyright system is based upon a utilitarian approach to copyright. In particular, the construction of
market harm in these cases seems to imply that, if the overall benefits arising from a particular reuse of works are greater than the harm to the right holder, the harm may be
ignored and the use should be allowed. In Europe, the three-step test seems to rely upon
a ‘right holder-centric’ perspective where the main, if not only, question when introducing or amending an exception is whether the contested use causes any harm to the right
holder. In other words, it must be determined whether the use unreasonably prejudices
the legitimate interests of the right holder. It is argued here that this right holder-centric
approach is no longer suitable. A more balanced approach is required, where the interests
of both right holders and the general public are considered in the introduction and application of copyright exceptions. Several European commentators have supported this approach, and it was also impliedly observed within recent CJEU practice.
Finally, the US fair use doctrine has allowed private companies to reuse vast amounts
of original works in the creation of innovative and value-added information services. In
the EU, the conclusion that any commercial use of works requires permission from the
right holder, and appropriate remuneration, still prevails. If the EU is to keep pace with
the USA in the information technology sector, there is an obvious need to facilitate the
involvement of private commercial parties in the creation of innovative information technology services under copyright law. The EU has discussed the need to encourage partnerships between private and public sectors, but have failed to take any significant action
in this regard. Copyright exceptions that are more business-friendly could create new
opportunities for use of original content in the creation of innovative information services, while simultaneously preserving the markets for original works.

